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Final Office Action on the Merits 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 112 

2. The rejection of claims 13, 16-19 and 21 under 35 USC 1 12, second 
paragraph is withdrawn. 

Claim Rejections - 35 USC §102 

3. The rejection of claims 12, 14 and 15 under 35 USC 102(b) over Lemer (US 
5,470,874) is maintained and claim 30 is rejected under 35 USC 102(b) over Lerner 
(US 5,470,874). 

Applicant argues the present invention is not related to collagen synthesis but to 
cell renewal and barrier function. Applicant also argues unlike instant invention, Lerner 
teaches a composition containing 10-25% of ascorbic acid. Applicant's argument was 
considered but not persuasive for the following reasons. 

' i Applicant's argument as to the concentration of ascorbic acid taught by the 

..reference is noted. However, the instant claims are not limited by the amount of 
lascorbicacid. 
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As stated in the previous Office Action, claiming a new use, new function or 
unknown property which is inherently present in the prior art does not lend patentable to 
said claimed invention. 

Also as stated in the previous Office Action, stimulation of fibroblast proliferation 
leads to production of keratinocyte growth factors and stimulation of collagen synthesis. 
The art teaches that increase collagen synthesis results in reduction or vanishing of 
visible wrinkles, leatheriness, roughness, dryness, skin looseness, loss of elasticity and 
pigment variation (see Lerner, col. 1, lines 53-62; Wilmot, US 4,983,382, col. 1, lines 
16-34; Dumas etal., US 5,801,192, col. 1, lines 31-60). 

Lastly, one cannot separate a compound and its properties and, thus, the skilled 
artisan would have the reasonable expectation that the composition taught by Lerner 
would possess all the properties of ascorbic acid and its analogues, including those 
recited by the instant claims. 

For these reasons and those given in the previous Office Action, the rejection of 
claims 12, 14 and 15 under 35 USC 102(b) over Lerner (US 5,470,874) is maintained 
and claim 30 is rejected under 35 USC 102(b) over Lerner (US 5,470,874). 

4. The rejection of claims 13, 17 and 21 under 35 USC 102(b) over Perricone (US 
5,574,063) is maintained and claim 31 is rejected under 35 USC 102(b) over Perricone 
(US 5,574,063). 

Applicant's argument and the examiner's response are as discuss above in #3. 
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5. Claims 12-23, 30 and 31 are rejected under 35 U.S.C. 102(b) as being 

anticipated by Dumas et al. (US 5,801,192). 

Dumas et al. teach the use of vitamin C or derivatives as cosmetic agents for 

promoting the synthesis of elastin by the fibroblasts of the dermis, with a view to , . 

improve the elasticity of the skin, skin tone or skin firmness (see the entire article, 
. especially col. 1 , line 46 - col. 2, line 29; col. 2, lines 43-67). The reference teaches (a) 

the use of ascorbic derivative at a concentration between 0.001% and 5% with respect 
. to the total weight of the composition (see col. 2, lines 8-1 5; Examples 1 -5) and (b) 
^various length of treatment or treatment regimens (see Examples 2-4). The method 

taught by the reference is encompassed by the instant claims. 

Note: As stated in the previous Office Action, when the claim recites using an old 

composition and the use is directed to a result or property of that composition, the claim 

is anticipated. See In re Mav . 574 F. 2d 1082, 1090, 197 USPQ 601, 607 (CCPA 1978). 

Claim Rejections - 35 USC §103 

i 6. The rejection of claims 1 3, 1 6-23 under 35 USC 1 03(a) as being unpatentable 
over Lerner as applied to Claims 12, 14 and 15 above, and further in view of Perricone 
is maintained and claims 24-31 are rejected under 35 USC 103(a) as being 
.unpatentable over Lerner as applied to Claims 12, 14 and 15 above, and further in view 
of Perricone. 

Applicant's argument and the examiner's response are as discussed above in #3. 



Application/Control Number: 09/937,320 Page 5 

Art Unit: 1617 

7. Claims 12-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dumas etal. (US 5,801,192). 

Dumas et al. teach the use of vitamin C or derivatives as cosmetic agents for 
promoting the synthesis of elastin by the fibroblasts of the dermis, with a view to 
improve the elasticity of the skin, skin tone or skin firmness (see the entire article, 
especially col. 1, line 46 - col. 2, line 29; col. 2, lines 43-67). The reference teaches (a) 
the use of ascorbic derivative at a concentration between 0.001% and 5% with respect 
to the total weight of the composition (see col. 2, lines 8-15; Examples 1-5) and (b) 
' various length of treatment or treatment regimen (see Examples 2-4). 

The instant claims differ from the reference by reciting additional ascorbic acid 
derivatives and/or concentration of ascorbic acid derivative not exemplified by the 
reference. However, the reference teaches the use of various ascorbic acid derivatives 
and a concentration range between 0.001 % and 5%. Therefore, the skilled artisan 
would be motivated to utilize any of the derivatives of ascorbic acid disclosed by the 
reference in concentrations taught by the reference, including those of the instant 
claims, because he would have the reasonable expectation the utilization of any of the 
prior art compounds in concentrations taught by the prior art would have similar 
properties and, thus, the same use as taught by Dumas. 

Claims 24, 25, 28 and 29 further differ from the reference by reciting a treatment 
period of about fifteen days. However, (a) the reference exemplifies different treatment 
regimens (see Examples 2-4) and (b) the determination of the length of treatment in 
order to obtain optimum results would require only routine experimentation that is within 
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the level of skill of the ordinary artisan in the dermatological art. Therefore, the instant 
claims are prima facie obvious in view of the prior art and the level of skill of the ordinary 
artisan in the art at the time of the present invention. 

Conclusion 

8. Applicants amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP ; ; v . \ 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 . j". 
CFR 1.136(a). :f 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Telephone Inquiry 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barbara P. Badio, Ph.D. whose telephone number is 
571-272-0609. The examiner can normally be reached on M-F from 6:30am-4:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan can be reached on 571-272-0629. The fax 
phone number for the organization where this application or proceeding is assigned \is%h 
703-872-9306. .-,V,. ..\'V \A :.' 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for ; .■ ■ 
published applications may be obtained from either Private PAIR or Public PAIR, )'^^ 
Status information for unpublished applications is available through Private PAIR of|ly:^ 
For more information about the PAIR system, see httpi://pair-direct.uspto.gov;Should l\r; : 
you have questions on access to the Private PAIR system, contact the Electronic ' ? ^A -- 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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